10/28/200& 09:81 



5415490916 



IPSOLON LLP 



RECEIVED 
CENTRAL FAX CENT^ GE 

OCT 2 0 2006 



01 



(09-04) 

Approved for use through O7/31V20C6, OM8 QBS1-0031 
U.S. Patent art* Trademark Office; U.S. DEPARTMENT OF COMMERCE 



TRANSMITTAL 
FORM 

tta be used tor aO corrBsovri&once alter initial tiiing) 


i arc rgflutrsti in rftETNrifl to a sail 
Application Number 


10/814,378 ^ 


Filing Date 


March 30, 2004 


First Named Inventor 


Douglas Phillips 


Art Unit 


3632 


Examiner Name 


Kimberty T. Wood 


\_ Total Number of Pages in This Submission 


27 


Attorney Docket Number 


11 92-01 2/ddh 



ENCLOSURES (Check si! that apply) 



□ 
□ 



□ 
□ 
□ 

□ 
□ 



Fee Transmittal Form 
Fee Attached 

Amendment/Reply 

LJ After Final 

[^] Affidavlts/dedaration(s) 

Extension of Time Request 

Express Abandonment Request 

Information Disclosure Statement 



Certified Copy of Priority 
Documents) 

Reply to Missing parts/ 
Incomplete Application 

□ Reply to Missing Parts 
under 37 CFR 1.52 or 1,53 



□ 
□ 

□ 
□ 
□ 

I I Terminal Disclaimer 
| 1 Request for Refund 

| | • CO, Number of CD(S) 

j | Landscape Table on CD 
1 Remarks "I 



Drawlng(s) 

Licenslng-related Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 



□ 
□ 

(ZJ 
□ 
□ 
□ 



After Allowance Communication to TC 

Appeal Communication to Board 
of Appeals and Interferences 

Appeal Communication to TC 
(Appeal Notice, Brief, Raply Brief) 

Proprietary information 

Status Letter 

Other Endosure(s) (please Identify 




-Corrected Appeal Brief in Response to Notice of Non-Compliant Appeal Brief 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 




CERTIFICATE OF TRANSMISSION/MAILING 



I hereby certify that this correspondence is being facsimile transmitted io Ihe USPTO or deposited with the United States Postal Service with 
sufficient postage as first class mall In aprenvelow addressed to; Commi y t ongl ftrg atents, P.O. Box 1450. Alexandria. VA 22313-1450 on 
the date shown below: 





Signature 



V ^yped or printed name 



Douglas D, 



Date 



October 20. 2006 



This collection of Information la required by 37 CFR IS. The information is required to obtain or retain : a benefit by the pubJle which la to file (and by the USPTO to 
procese) an application. Confidentiality is covsmod by 35 US.C> 122 and 37 CFR 1.11 ondl.14. This eolteetfen is estimated to 2 hours to complete. including 
gathering, preparing, and submitting the completed applicatfon form to tho USPTO. Time will vary depending upon the Individual case. Any comments on the 
amount of lime you require to complete this form and/or suggestions for reducing this burden, should be sent to tha Chief Information Officer, US. Patent and 
Trademark Office, U.S. Department Of Commerce, P.O. Bo* 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents. P.O. Box 1450, Alexandria, VA 22313-1450. 



if you noed assistance in completing the form, call U8Q0-PTO-9199 and select option 2. 



PAGE 1/27 * RCVD AT 10/20/2006 1 1:55:44 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-2/4 * DNIS:2738300 * CSID:5415490916 1 DURATION (mm-s$):07-40 



10/20/20B6 09:01 5415490916 



IPSOLON LLP 



PAGE 



CgMTflALFAXCINTgR 



Attorney Ref. No: 11 92-01 2/ddh 



OCT 2 0 2006 



IN THE U.S. PATENT AND TRADEMARK OFFICE 
BOARD OF PATENT APPEALS AND INTERFERENCES 



In re Application of: Douglas Phillips 



Filed: March 30, 2004 



Application No.: 10/814,378 



Examiner: Kimberly Wood 



Group Art Unit: 3632 



For: Climbing Cam Position Indicator 



CORRECTED APPEAL BRIEF 
(37 CFR§41.37) 



COMMISSIONER FOR PATENTS: 
Sir 

This Corrected Appeal Brief is in furtherance of the Notice of Non- 
Compliant Appeal Brief mailed by the Patent Office on October 13, 2006. The 
brief that follows complies with the deficiencies identified in the notice: it presents 
an argument under a separate heading for each ground of rejection on appeal, 
and complies with all other formalities. 



CERTIFICATE OF TRANSMISSION/MAILING 

1 HEREBY CERTIFY THAT THIS CORRESPONDENCE AND THE DOCUMENTS REFERRED TO AS BEING . 
ATTACHED OR ENCLOSED HEREWITH ARE BEING FACSIMILE TRANSMITTED TO THE USPTO OR DEPOSITED 
WITH THE UNITED STATES POSTAL SERVICE WITH SUFFICIENT POSTAGE AS FIRST CLASS MAIL IN AN 
ENVELOPE ADDRESSED TO:, COMMISSIONER FOR PATENTS. P.O. BOX 1450, ALEXANDRIA. VA 22313-1450 



PAGE 2^7 * RCVD AT 10/20/2006 1 1:55:44 AM [Eastern Daylight Time] * SVR:USPTO€FXRF-2/4 * DNIS:2738300 * CSID:W15490916 * DURATION (mm-ss):0740 




10/20/2006 09:01 5415490916 



IPSOLON LLP 



PAGE 



Attorney Ref. No; 11 92-01 2/ddh 



CONTENTS 



1. 


Real Party in Interest 


o 
O 


2. 


Related Appeals and Interferences 


4 


3. 


Status of Claims 


5 


4. 


Status of Amendments 


6 


5. 


Summary of Claimed Subject Matter 


7 


6. 


Grounds of Rejection to be Reviewed on Appeal 


9 


7. 


Argument 


10 


8. 


Claims Appendix 


22 


9. 


Evidence Appendix 


25 


10. 


Related Proceedings Appendix 


26 



Page 2 of 26 



PAGE 3(27 * RCVD AT 10/20/2006 1 1:55:44 AM [Eastern Daylight Time] ' SVR:USPTO€FXRF-2/4 ' DNIS:2738300 * CSID :541 54909 16* DURATION (mm-ss):0740 



10/20/2008 09:01 5415490916 



IPSOLON LLP 



PAGE 



Attorney Ref. No: 1 192-01 2/ddh 



1 Real Party in Interest 

The real party in interest is Metolius Mountain Products, Inc. 
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2. Related Appeals and Interferences 

There are no related appeals or interferences. 
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3, Status of Claims 

Claims 1 and 3 through 20 are rejected and are the claims on appeal. 
Claim 2 has been canceled . 
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4. Status of Amendments 

No claim amendments have been filed subsequent to the final office action 

that was mailed April 19, 2006. 
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5. Summary of Claimed Subject Matter 

Climbing cams are one type of safety protection used by rock climbers. 
Although there are numerous designs for cams (as shown by the prior art cited 
by the Examiner in this case), almost all cams have two or more spring-loaded 
"cams" rotatably mounted on an axle and actuated by a trigger. When the trigger 
is released, the cams are driven by the springs into an expanded position. When 
the trigger is pulled, the cams are retracted against the tension of the springs. 
Cams are used by the climber pulling the trigger (to retract the cams and thus 
narrow the width of the device), and when in the narrowed configuration, the 
climber wedges the cams into cracks and crevices in rocks. When the trigger is 
released, the cams expand and make contact with the rocks. Given the 
configuration of the cams and their contact with the rocks, the device resists 
removal from the crack when a load is placed on the cam (i.e., in the event of a 
fall). 

Since there are many different sizes of cracks and crevices, cams come in 
many different sizes. To ensure safety, the climber must choose a cam that is 
appropriately sized for the crack into which it will be inserted. To ensure that a 
cam is safely placed in the rock, the climber must first choose the correct size 
cam. Although a particular size cam might engage a crack in a rock, this does 
not mean that the placement is either safe or of good quality. Thus, for any given 
cam there is an expansion range in which the cam is safe. Stated another way, a 
cam of a given range of expansion is safe only In appropriately sized cracks. 

The claimed invention defines a visual placement indicator that directly 
shows the climber whether the cam is appropriately sized for the crack. 

Independent claim 1 is directed to a cam wherein visible placement indicia 
(e.g., Fig. 1, reference numbers 12, 60, 62, 64 and 66; specification at pages 7 
through 10) are placed on opposed cam members (e.g., Fig. 1, reference 
- numbers 14 and 16; specification at page 7). The placement indicia indicates the 
quality of cam placement in a rock (e.g., specification at pages 7 through 10). 
The placement indicia further indicates when cam placement is not safe (e.g,, 
Fig. 2, reference number 60; specification at page 8). 
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Independent claim 9 relates to a cam having at least one pair of opposing 
arcuate cam members (e.g., Fig. 1 , references numbers 14 and 16, specification 
at pages 7) wherein the improvement comprises indicia (e.g., Fig. 1 , reference 
numbers 12, 60, 62, 64 and 66, specification at pages 7 through 10), which are 
capable of indicating cam placement quality (e.g., specification at pages 7 
through 10). 

Independent claim 14 calls out indicia means (e.g., Figs. 1 and 6, 
reference numbers 12, 60, 62, 64, 66; specification at pages 7 through 10) for 
providing a visual assessment of the quality of cam placement <e.g>, specification 
at pages 7 through 10). The indicia means includes visual indicators showing 
unsafe cam placement (e.g., Fig. 2, reference number 60; specification at page 
8). 

Dependent claims 3 and 20 specify that the visible placement indicia be 
placed on the side surface (e.g., Fig. 1, reference numbers 15, 17; specification 
at page 8). 

Dependent claims 4, 1 1 , 12, 13 and 15 recite that the visible indicia . 
comprises multiple color coded indicia (e.g., specification at pages 8 through 9). 

Dependent claims 5, 6, 16 and 17 specify a graduated scale marking in 
which the graduations correlate to cam placement quality (e.g., Fig. 6, reference 
numbers 66, 66, 62, 64; specification at pages 9 through 10), 

With prior art cams the only way that a climber is able to determine 
whether a cam is of an appropriate size for a crack is by reliance solely on the 
climber's experience and subjective judgment— the climber looks at the cam and 
its positioning in the rock, judges the appropriateness of its size and placement of 
the cam relative to the crack, and decides whether the placement is safe. There 
is no indication whatsoever other than the climber's subjective judgment This is 
not always a reliable way to address a significant safety issue. 
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6. Grounds of Rejection to be Reviewed on Appeal 

All claims pending in the case are rejected under 35 USC § 103(a) as 
being unpatentable over Watts, US Patent Publication No. 2004/0035992 in view 
of Kensey et al, US Patent No. 5,021,059. Similarly, all claims pending in the 
case are rejected under 35- USC § 103(a) as being unpatentable over Jardine, 
US Patent No.4, 184,657 in view of Kensey et al. 
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7, Argument 

a. Background and Introduction 

Each independent claim in the application requires among other things 
visible placement indicia that (a) indicates the quality of cam placement, and (b) 
indicates unsafe cam placement. The claimed indicia provide a direct visual 
indicator to the climber of the quality of the placement, and whether the 
placement is safe. As detailed below, none of the references cited by the 
Examiner describes indicia that is capable of indicating the quality of cam 
placement, or when placement is unsafe. 

Both of the patents to Watts and Jardine describe climbing cams. 
Although there are several structural differences between the cams described in 
these patents, the structural aspects of both patents pertinent to the Examiner's 
position are the same. Specifically, the Examiner relies heavily upon the fact that 
the cams in both patents have grooves formed in the outer surfaces of the cam 
members (e.g., treads 41 1 in Watts, and the grooves visible in the figures of 
Jardine on cams 5), arguing in both cases that the grooved outer surfaces of the 
cams teach visible placement indicia. 

The Kensey patent is not related to a climbing aid, but instead describes a 
medical instrument used to close incisions or punctures. The Examiner relies 
upon this patent for its disclosure of a plunger that includes color-coding so that 
the user can visually see how far to activate the plunger. 

The essence of the Examiner's argument is distilled in the following quote 

from the April 19, 2006 Office action: 

Watts [and Jardine] teaches a visible displacement [sic: placement] 
indicia (stepped gripping means on the edge of the cam members 
(5) [sic: 411] in contact with crack). The stepped gripping members 
are capable of correlating the quality of cam placement in a rock. 
The visible indicia (paragraph 0071) can be observed from the side 
surface of the cam (310 or 700). Furthermore, the more relative 
movement between the cams the less cross-sectional area of the 
cams is seen and the less color is therefore seen. The intersecting 
markings in the middle of the cams indicates the quality of the grip. 
Watts [and Jardine] discloses all of the limitations of the claimed 
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invention except for the indicia indicating when cam placement is 
not safe. 

The Examiner goes on the argue that it would have been obvious to 
modify Watts or Jardine to use the color coded zones of Kensey along the 
stepped gripping members on the edge of each cam for the purpose of indicating 
the degree of safety. 

Appellant respectfully traverses these grounds of rejection. The MPEP, in 

section 2143, sets forth what is needed for establishing a prima facie case of 

obviousness for rejecting claims under 35 USC § 103. The pertinent portion of 

that section fs reproduced here: 

"To establish a prima facie case of obviousness, three basic criteria 
must be met First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference 
or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference 
(or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both 
be found in the prior art, not in applicant's disclosure. In re Vaeck. 
947 F.2d 488, 20 USPQ2d 1438 (Fed. Clr.1991). n 

The rejection of the claims in this case fails because these basic criteria 
are not met. 

b. The Rejection of Claims 1 and 3 - 20 as Obvious over the 
Combination of Watts and Kensey is Improper 
■ |. INDEPENDENT CLAIMS 1, 9 AND 14 ARE ALLOWABLE 

First and most fundamentally, with respect to independent claims 1 . 9 and 
14, in arguing that the Watts patent (a) teaches visible placement indicia, and (b) 
discloses stepped gripping members that are capable of correlating the quality of 
cam placement in a rock, the Examiner misconstrues the patent, what it 
discloses, and the purposes and function of the visible placement indicia as 
claimed herein. As such, the references fail to teach or suggest all of the claim 
limitations. 
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Second, because there is no teaching or suggesting in the prior art of the 
claimed visible placement indicia, there can be no suggestion in the art that 
would lead one skilled in the art to modify the references or combine reference 
teachings. 

Finally, there can be no reasonable expectation of success because 
regardless of whether the references are combined, there would be nothing that 
teaches or suggests the claimed visible placement indicia. 

i. The References Do not Teach all Claim Limitations 

The grooved outer surfaces used on the Watts cams, are a standard 
structural feature used on almost ail cams in order to provide a greater factional 
grip between the cam and the rock. These grooves are not in any sense of the 
terms "visible placement indicia/' As detailed in the specification and as used in 
the claims, the claimed visible placement indicia are placed on the cams in order 
to provide a visually identifiable system that correlates to a recommended 
placement in a rock crack (see, e.g., specification, page 7, last paragraph). The 
indicia are intended to give the climber a simple, direct manner in which to 
visually assess the quality of cam placement, so that the climber may easily 
visual verify and confirm that the selected cam device 10 is of the correct size for 
a given rock crack, and that the cam device is correctly placed. 

The grooved surfaces of the Watts cams are incapable of meeting the 
limitation recited in claim 1 of "visible placement indicia", in claim 9 of "indicia on 
each of said cam members" and in claim 14 of "indicia means" because there is 
no those structure on the Watts cams that provides any correlation between cam 
placement and the quality of the placement (claims 1 and 14), or the safety of the 
placement (claim 9). 

The inability of Watts' grooves to indicate in any manner to the quality of 
cam placement In a rock is striking. Each of the independent claims requires that 
the indicia indicates the quality of cam placement. The Examiner argues that 
"the stepped gripping members [of Watts] are capable of correlating the quality of 
cam placement in a rock," Applicant disagrees. Claims 1 and 9 require that the 
indicia "indicates" cam placement quality. Claim 14 requires that the indicia 
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means provide for a visual assessment of quality of the placement. The word 
"indicates" is defined in the Merriam-Webster Online dictionary as "to point out or 
point to; to be a sign, symptom , or index of; and to state or express briefly." The 
word "assessment" is defined in the same dictionary as "to determine the 
importance, size or value of." The use of "indicates" in claims 1 and 9 and 
"assessment" in claim 14 thus requires some direct and positive correlation 
between the position of the cam in a crack as shown by the placement indicia, 
and the quality of the placement. 

The grooves in Watts' cams do not and cannot make this. positive 
correlation. If f as the Examiner argues, the Watts cams were capable of 
correlating quality, one might ask where along the curvature of the cams is the 
line between good quality placement and bad? Would it be at the first groove? 
The third groove? The tenth groove? There is of course no answer to these 
questions because (a) the grooves do not and were never meant to correlate to 
placement quality, and (b) the inventors named in these patents never 
contemplated any device that would indicate placement quality. Insofar as the 
appearance of the gripping surfaces of the Watts cams, there is no difference 
whatsoever between a cam in a fully extended position (as in Jardine's Fig. 4), 
and a fully retracted cam placement. The climber using a Watts cam must rely 
solely on experience and subjective judgment to determine the quality of the 
placement and whether it is safe. The claimed invention provides a visual 
verification system that supplements the climber's experience and judgment. 

The Examiner further argues that Watts' gripping surfaces are visible from 
the side surface. That is true to a degree, depending upon the crack into which 
the cam is inserted, but no matter what the position of the cams relative to the 
rock surfaces, there is nothing on the prior art cams that in any way provides an 
indication of the quality of the placement in the rock. The "quality" of cam 
placement is described throughout the specification of the present invention; in a 
nutshell, the quality of the cam placement relates to the appropriateness of a 
specific cam for use in a specific crack. The ability of the claimed visible 
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placement indicia to correlate to cam placement quality allows the climber to 
quickly assess whether the selected cam is of an appropriate size. 

ii There as No Motivation to Combine the References 

Each of independent claims 1, 9 and 14 also requires that the indicia is 
capable of indicating unsafe placement quality. The Examiner cites the Kensey 
patent in arguing that it would have been obvious to use Kensey's teaching of a 
color coded plunger to indicate when cam placement is unsafe. While Kensey is 
an example of a tool that uses a color-coded safety indicator system, it does not 
provide any suggestion or motivation that would lead one of ordinary skill in the 
art to combine the references as suggested by the Examiner. Applicant does not 
disagree with the Examiner's position that the color red is associated with 
danger, yellow with caution, and green with safety; the specification states this 
position as well (see, e.g., specification, page 8, second paragraph). However, 
there is a huge gap between this general statement, Kensey's use of a color 
system, and any suggestion to provide an indicia system on a cam as claimed. 

The Watts application does address safety, but does not do so in 
connection in any manner related to a visual system that indicates placement 
quality or safety. Neither Watts nor Kensey therefore provides any suggestion or 
motivation that would lead one skilled in the art to develop a visual placement 
system that allows the climber to visually verify the quality and safety of 
placement. While Kensey does disclose a color coding system, even if one were 
to borrow Kensey's color coding system and try to apply it to Watts' cams, the 
claimed invention could not be derived because there are no indicia indicating 
quality. As noted, Watts says nothing about what portion of the cam would be 
safe and what would portion be unsafe. 

There is nothing in Watts and Kensey that provides any motivation that 
would lead one skilled in the art to which the Invention pertains to make the 
combination. There must be something in the cited references that suggests the 
desirability of the claimed invention; the suggestion cannot be derived from the 
specification of the application. Although Kensey does teach a safety marking 
system, applicant does not argue that this element is new. Instead, there is 
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simply no suggestion of the desirability of using a safety marking system in a 
climbing cam. 

Even where two references may be amenable to being combined for 
purposes of making a rejection under § 103, an obviousness rejection cannot be 
sustained absent a suggestion in the prior art of the desirability of the 
combination. See, e.g., In re Mills, 916 F.2d 680 (Fed. Cir, 1990). In this case 
even if Watts or Jardine and Kensey are combined, there is no suggestion in the 
references that the invention defined in the independent claims would be 
desirable. 

///. 7??ere is No Reasonable Expectation of Success 
There is no reasonable expectation that the invention defined in 
independent claims 1 , 9 and 14 would be successful from the combination of 
Watts with Kensey. As noted above, Watts does not disclose or suggest the 
claimed placement indicia. As such, even when the references are combined 
there are claim limitations that are missing, and on this basis there can be no 
expectation of success. 

Appellant submits that for the reasons discussed above, the criteria set 
forth above.for establishing a prima facie case of obviousness under 35 USC § 
103 have not been met with respect to the independent claims and, therefore, the 
rejection of claims 1 , 9 and 14 over the combination of Watts and Kensey, and 
the claims depending therefrom should be reversed. 

II. THE DEPENDENT CLAIMS ARE ALLOWABLE 
In addition to the dependent claims being allowable because they depend 
from allowable base claims, several dependent claims are allowable because 
they include limitations not taught or suggested by the prior art. 

Claims 3 and 20 require that the visible placement indicia be placed on a 
side surface of the cams. The Examiner argues that the grooves of Watts are 
visible from the side. While Appellant points out that in many if not most 
instances where the Watts cams are actually placed in rocks the grooves would 
not be visible, the grooves do not meet the limitation of indicia placed on a side 
surface. 
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Claims 4, 1 1 , 1 2, 1 3 and 1 5 recite that the visible indicia comprises 
multiple color coded indicia. These claims are not obvious over the combination 
. cited by the Examiner. Although Kensey describes color-coding schema for a 
medical instrument, it does not suggest the claimed multi-colored indicia 
correlating to quality of cam placement. 

Claims 5, 6, 16 and 17 each require a graduated scale marking in which 
the graduations correlate to cam placement quality. There is nothing in any 
reference cited by the Examiner that shows a graduated scale at all. 

As with the other claims, claims 7, 8, 12, 13 and 18-20 a rejected as 
obvious over Watts with Kensey. For the reasons noted above, none of the 
references teach or suggest the color coding systems called out in these claims. 
Claims 8, 13 and 19 specify that a colored zone in the multi-color marking system 
correlates to a predetermined portion of the rock-contacting surface of the cam. 
The references do not suggest or teach such a claim. 

c. The Rejection of Claims 1 and 3 - 20 as Obvious over the 
Combination of Jardine and Kensey is Improper 

The argument in this section c that follows substantially repeats the 
argument in section b above with respect to the Watts and Kensey patents. The 
reason for repeating the argument here is that the Examiner required separate 
argument under separate headings for each ground of rejection in order to 
conform precisely with PTO rules for brief structure. The panel will readily see 
below that Applicant's arguments in respect of why the claims are allowable over 
Watts and Kensey are essentially identical to the arguments in respect of why the 
claims are allowable over Jardine and Kensey. Indeed, review of those patents 
readily illustrates that they are essentially identical insofar as their relevance to 
the claimed invention. This is further illustrated by the fact that the Examiner's 
arguments in the April 19, 2006 action (which is appealed here) justifying the 
rejections over Watts and Kensey are essentially identical to the arguments 
justifying the rejections over Jardine and Kensey. Again, as far as their 
relevance to the invention claimed in this application, Watts and Jardine are 
essentially identical. 

Page 16 of 26 

PAGE 17/27 4 RCVD AT 1012012006 1 1:55:44 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-2/4 * DNIS:2738300 * CSID:5415490916 * DURATION (mm-ss):0740 



10/20/2086 09:01 5415490916 



IPSOLON LLP 



PAGE 18 



Attorney Ref . No: 1 1 92-01 2/ddh 

I. INDEPENDENT CLAIMS 1, 9 AND 14 ARE ALLOWABLE 

With respect to independent claims 1 , 9 and 14, in arguing that the Jardine 
patent (a) teaches visible placement indicia, and (b) discloses stepped gripping 
members that are capable of correlating the quality of cam placement in a rock, 
the Examiner misconstrues the patent, what it discloses, and the purposes and 
function of the visible placement indicia as claimed herein. 

Because there is no teaching or suggesting in the prior art of the claimed 
visible placement indicia, there can be no suggestion in the art that would lead 
one skilled in the art to modify the references or combine reference teachings. 

Finally, there can be no reasonable expectation of success because 
regardless of whether the references are combined, there would be nothing that 
teaches or suggests the claimed visible placement indicia. 

i. The References Do not Teach all Claim Limitations 

The grooved outer surfaces used on the Jardine cams are a standard 
structural feature used on almost all cams in order to provide a greater frictional 
grip between the cam and the rock. These grooves are not in any sense of the 
terms 'Visible placement indicia" As detailed in the specification and as used in 
the claims, the claimed visible placement indicia are placed on the cams in order 
to provide a visually identifiable system that correlates to a recommended 
placement in a rock crack (see, e.g., specification, page 7, last paragraph). The 
indicia are intended to give the climber a simple, direct manner in which to 
visually assess the quality of cam placement, so that the climber may easily 
visual verify and confirm that the selected cam device 10 is of the correct size for 
a given rock crack, and that the cam device is correctly placed. 

The grooved surfaces of the Jardine cams are incapable of meeting the 
limitation recited in claim 1 of "visible placement indicia", in claim 9 of "indicia on 
each of said cam members' 1 and in claim 14 of Indicia means" because there is 
no those structure on the Jardine cams that provides any correlation between 
cam placement and the quality of the placement (claims 1 and 14), or the safety 
of the placement (claim 9). 
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The inability of Jardine's grooves to indicate in any manner to the quality 
of cam placement in a rock is plain. Each of the independent claims requires that 
the indicia indicates the quality of cam placement. The Examiner argues that 
"the stepped gripping members [of Jardine] are capable of correlating the quality 
of cam placement in a rock." Applicant disagrees. Claims 1 and 9 require that 
the indicia "indicates" cam placement quality. Claim 14 requires that the indicia 
means provide for a visual assessment of quality of the placement. The word 
"indicates" is defined in the Merriam-Webster Online dictionary as 4l to point out or 
point to; to be a sign, symptom , or index of; and to state or express briefly." The 
word "assessment" is defined in the same dictionary as 'to determine the 
importance, size or value of." The use of "indicates" in claims 1 and 9 and 
"assessment" in claim 14 thus requires some direct and positive correlation 
between the position of the cam in a crack as shown by the placement indicia, 
and the quafity of the placement 

The grooves in Jardine' cams do not and cannot make this positive 
correlation. If, as the Examiner argues, the Jardine cams were capable of 
correlating quality, one might ask where along the curvature of the cams is the 
line between good quality placement and bad? Would it be at the first groove? 
The third groove? The tenth groove? There is of course no answer to these 
questions because (a) the grooves do not and were never meant to correlate to 
placement quality, and (b) the inventors named in these patents never 
contemplated any device that would indicate placement quality. Insofar as the 
appearance of the gripping surfaces of the Jardine cams, there is no difference 
whatsoever between a cam in a fully extended position (as in Jardine's Fig. 4), 
and a fully retracted cam placement. The climber using a Jardine cam must rely 
solely on experience and subjective judgment to determine the quality of the 
placement and whether it is safe. The claimed invention provides a visual 
verification system that supplements the climber's experience and judgment 

The Examiner further argues that Jardine's gripping surfaces are visible 
from the side surface. That is true to a degree, depending upon the crack into 
which the cam is inserted, but no matter what the position of the cams relative to 
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the rock surfaces, there is nothing on the prior art cams that in any way provides 
an indication of the quality of the placement in the rock. The "quality" of cam 
placement is described throughout the specification of the present invention; in a 
nutshell, the quality of the cam placement relates to the appropriateness of a 
specific cam for use in a specific crack. The ability of the claimed visible 
placement indicia to correlate to cam placement quality allows the climber to 
quickly assess whether the selected cam is of an appropriate size. 

/'/'. There is No Motivation to Combine the References 

Each of independent claims 1 , 9 and 14 also requires that the indicia is 
capable of indicating unsafe placement quality. The Examiner cites the Kensey 
patent in arguing that it would have been obvious to use Kensey's teaching of a 
color coded plunger to indicate when cam placement is unsafe. While Kensey is 
an example of a tool that uses a color-coded safety indicator system, it does not 
provide any suggestion or motivation that would lead one of ordinary skill in the 
art to combine the references as suggested by the Examiner. Applicant does not 
disagree with the Examiner's position that the color red is associated with 
danger, yellow with caution, and green with safety; the specification states this 
position as well (see, e.g., specification, page 8, second paragraph). However, 
there is a huge gap between this general statement, Kensey's use of a color 
system, and any suggestion to provide an indicia system on a cam as claimed. 

The Jardine patent does not address safety at all. Neither Jardine nor 
Kensey therefore provides any suggestion or motivation that would lead one 
skilled in the art to develop a visual placement system that allows the climber to 
visually verify the quality and safety of placement While Kensey does disclose a 
color coding system, even if one were to borrow Kensey's color coding system 
and try to apply it to Jardine's cams, the claimed invention could not be derived 
because there are no indicia indicating quality. As noted, Jardine says nothing 
about what portion of the cam would be safe and what would portion be unsafe. 

In this case there are two cam references (Watts and Jardine, both 
discussed above) that fail to teach all limitations of the claims, and fail to teach 
anything about the need for indicia for indicating safely, and one reference that 
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does ostensibly teach a color coded safety marking. There is nothing in these 
references that provides any motivation that would lead one skilled in the art to 
which the invention pertains to make the combination. There must be something 
in the cited references that suggests the desirability of the cfaimed invention; the 
suggestion cannot be derived from the specification of the application. Although 
Kensey does teach a safety marking system, applicant does not argue that this 
element is new. Instead, there is simply no suggestion of the desirability of using 
a safety marking system in a climbing cam. 

Even where two references may be amenable to being combined for 
purposes of making a rejection under § 103 r an obviousness rejection cannot be 
sustained absent a suggestion in the prior art of the desirability of the 
combination. See, e.g., In re Mills, 916 F,2d 680 (Fed. Cir. 1990). In this case 
even if Watts or Jardine and Kensey are combined, there is no suggestion in the 
references that the invention defined in the independent claims would be 
desirable. 

///" There is No Reasonable Expectation of Success 
There is no reasonable expectation that the invention defined in 
independent claims 1 , 9 and 14 would be successful from the combination of 
Jardine with Kensey. As noted above, Jardine does not disclose or suggest the 
claimed placement indicia. As such, even when the references are combined 
there are claim limitations that are missing, and on this basis there can be no 
expectation of success. 

Appellant submits that for the reasons discussed above, the criteria set 
forth above for establishing a prima facie case of obviousness under 35 USC § 
103 have not been met with respect to the independent claims and, therefore, the 
rejection of claims 1, 9 and 14 over the combination of Jardine and Kensey, and 
the claims depending therefrom should be reversed. 

II. THE DEPENDENT CLAIMS ARE ALLOWABLE 
In addition to the dependent claims being allowable because they depend 
from allowable base claims, several dependent claims are allowable because 
they include limitations not taught or suggested by the prior art. 
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Claims 3 and 20 require that the visible placement indicia be placed on a 
side surface of the cams. The Examiner argues that the grooves of Jardine are 
visible from the side. While Appellant points out that in many if not most 
instances where the Jardine cams are actually placed in rocks the grooves would 
not be visible, the grooves do not meet the limitation of indicia placed on a side 
surface. 

Claims 4 f 1 1. 12, 13 and 15 recite that the visible indicia comprises 
multiple color coded indicia. These claims are not obvious over the combination 
cited by the Examiner. Although Kensey describes color-coding schema for a 
medical instrument, it does not suggest the claimed multi-colored indicia 
correlating to quality of cam placement. 

Claims 5, 6, 16 and 17 each require a graduated scale marking in which 
the graduations correlate to cam placement quality. There is nothing in any 
reference cited by the Examiner that shows a graduated scale at all. 

As with the other claims, claims 7, 8, 12, 13 and 18-20 a rejected as 
obvious over Jardine with Kensey. For the reasons noted above, none of the 
references teach or suggest the color coding systems called out in these claims. 
Claims 8, 13 and 19 specify that a colored zone in the multi-color marking system 
correlates to a predetermined portion of the rock-contacting surface of the cam. 
The references do not suggest or teach such a claim. 

d. Summary 

In view of the foregoing, appellant respectfully requests reversal of all of 
the rejections. 
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& Claims Appendix 

1 . A placement indicator for use with a climbing cam having opposed cam 
members, comprising: 

visible placement indicia placed on each of said opposed cam members, 
wherein said visible placement indicia indicates the quality of cam placement in a 
rock and includes indicia for indicating when cam placement is not safe. 

3. The placement indicator according to claim 1 wherein each cam defines a 
rock-contacting surface and a side surface, and wherein the visible indicia are 
placed on the side surface. 

4. The plaoement indicator according to claim 3 wherein the visible indicia 
further comprises a multiple color-coded marking in which the color of the indicia 
correlates to the quality of cam placement in the rock. 

5. The placement indicator according to claim 3 wherein the visible indicia 
further comprises a graduated scale marking in which the scale graduations of 
the indicia correlate to the quality of cam placement in the rock. 

6. The placement indicator according to claim 3 wherein the visible indicia 
further comprises a color-coded and graduated scale marking in which the 
markings correlate to the quality of cam placement in the rock. 

7. The placement indicator according to claim 4 wherein the color-coded 
markings further comprise a red zone, and yellow zone and a green zone. 

8. The placement indicator according to claim 7 wherein each colored zone 
correlates to a predetermined portion of the rock-contacting surface. 

9. In a climbing cam having at least one pair of opposing arcuate cam 
members configured for contacting rock surfaces in a crack in a rock, the 
improvement comprising: 

indicia on each of said cam members capable of indicating unsafe cam 
placement quality. 

10. The climbing cam according to claim 9 wherein the opposing arcuate cam 
members are pivotally movable between a fully open position in which the cam 
members contact rock surfaces and a fully closed position in which the cam 
members contact rock surfaces, and wherein the indicia on each of said cam 
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members defines a graduated placement quality scale extending from the fully 
open position to the fully closed position. 

11. The climbing cam according to claim 9 wherein the indicia further 
comprises multiple color-coded indicia in which the color of the indicia correlates 
to the quality of cam placement in the crack. 

12. The climbing cam according to claim 1 1 wherein the multiple color-coded 
markings further comprise a red zone, and yellow zone and a green zone. 

13. The climbing cam according to claim 12 wherein each colored zone 
correlates to a predetermined portion of a rock-contacting surface of the cam 
members. 

14. A visual placement indicator for a climbing cam of the type having 
opposed cams, comprising: 

indicia means on said cams for providing a visual assessment of the 
quality of cam placement, said indicia means including visual indicators indicating 
unsafe cam placement. 

1 5. The visual placement indicator according to claim 14 wherein the indicia 
means further comprises multi-color coding means for providing a visual 
indication of the quality of cam placement. 

1 6. The visual placement indicator according to claim 14 wherein the indicia 
means further comprises a graduated scale for providing a visual indication of the 
quality of cam placement. 

17. The visual placement indicator according to claim 14 wherein the indicia 
means further comprises a color-coded graduated scale for providing a visual 
indication of the quality of cam placement. 

1 8. The visual placement indicator according to claim 1 5 in which the color 
coding means comprises plural color coded zones including a red zone, a yellow 
zone and a green zone. 

19. The visual placement indicator according to claim 18 in which each cam 
defines a rock-contacting surface, and wherein each colored zone correlates to a 
predetermined portion of the rock-contacting surface- 
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20. The visual placement indicator according to claim 19 wherein each cam 
further defines a cam side surface and wherein the colored zones are marked on 
the cam side surface. 
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9_._ Evidence Appendix 
None 
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10. Related Proceedings Appendix 

None 
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